Remarks 

e Applicants have amende o eon two iypographi il earns Entry-of 

the changes , < a! i - s eqnesk 

' a; is 23 and 44 have been am< ded 1 e< te that the tetravak . i c loinidisa 

vanadium compound at least most of which is tetravalent by mass in the case of Claim 33 and is a 
vanadium compound at least most of which has, by mass, a valence of 4 in the case of Claim 44. 
S mp uk 'm', specification rv\ 1 m ' ' - m 

the official file is respectfully requested. 

Claim 44 has further been amended to rearrange the components for the sake of clarity. Entry 
of that change into the official file is also respectfully requested. 

Claim 44 stands rejected under 35 USC §112 as being indefinite. The .Applicants note with 
appreciation the Examiner \s helpful comments in that regard. The Applicants have, as mentioned 
above, rearranged the components of Claim 44 so that they are now both clear and definite. 
Withdrawal of the rejection is respectfully requested. 

Claims 23, 25-27, 33-35, 38 and 44 stand rejected under 35 USC § 1 03 over the hypothetical 
combination, of Mara and Lee with Oppen. The Applicants note with appreciation the Examiner's 
detailed comments hypothetically applying the combination against those claims. The Applicants 
nonetheless respectfully submit that one skilled, in die art' would not make the 'hypothetical 
combination, but in an> evt it ic c« n ilk n would sti > fferen rom t s si bject m Stei of 
those claims. Reasons are set forth below. 

The rejection frankly acknowledges that Oppen does not identify a steel sheet with an 
ove.ri;> ns pla) ng layer includh g inc and'ot aim h tm n the rneta neta.1 alloy lo which the 
chromiuj e iveris appliet jpHcanta agi icApp ts also respectfully subn 

that Oppen fails io disclose other important aspects of those claims. For example, the Applicants' 
independent Claim 23 recites die presence of a vanadium compound at least most of which is 
tetravalent by mass and in the case of Claim 44 recites a vanadium compound at least most of which 
has, by mass, a valence of 4. This is different from Oppen. 

Oppen discloses in various locations the utilization of a vanadate. For example, column 2, 
lines 31 and 65 refer to the presence of a vanadate. Similarly, column 3 at line 27 again refers to a 
vanadate ion. However, the Applicants respectfully submit that those skilled in the art would 
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understai av£ adatetobe corop t cants enclose 

a copy of Merriam- Webste s Ninth New ( . vanadate 
is typical!}- known as a pentavalent vanadium compound. 

f his is cO-"»i n ^ v M ' ' C T MkO W -v^ cd 

i the art k his und to c< > tdlum. Thus, the Applicants respect alb 

submit that those skilled in the art would understand that the Oppen vanadium compounds as 
disclosed by Oppen would tend to be pentavalent vanadium. This is sharply contrasted to- the 

\pp cants claims which recite fil ? oraj mis are raos s ;> weig i eiravalen 

vanadium. Thus, the Applicants respectfully submit that even if one skilled in the art were to 
hy^otfoetically combine Maru and/or Lee with Oppen, the re I s sheet won id have, at 
best, a chromium-free film wherein the film contains at least one selected from the group consisting 
of Ah Mg and Z, a phosphoric acid group, and a vanadium compound which is pentavalent. 
However, that is different from what the Applicants claim in independent Claims 23 and 44 The 
Applicants claim vanadium compounds that are mostly tetravalent by mass, as opposed to mostly 
tentavalent by mass as di sciosed by Oppen. For mis -reason alone, the Applicants respectfully submit 
that the combination of Maru with Lee must fail. 

The rejection turns to Maru and Lee to cure the deficiencies of Oppen. In that regard, the 
rejection states that it would be obvious to apply the chromium-free layer of Oppen to the plated steel 
of Maru or Lee to achieve the benefits of the coating taught by Oppen. The Applicants respectfully 
submit that one skilled in the art. would not likely do this, hi that regard, Maru discloses a steel sheet 
that has. an Ai-Zn alloy plated to the steel sheet and then an organic surface-treating agent or; the 
surface of the Ai-Zn alloy. That organic surface- treating agent is applied to provide excellent 
alkaline resistance, black rust resistance and lubricity. 

,| a i v,i en winch u 1 efiim la> 

adhesion and anticorrosive properties as disclosed in column 1 at lines 27-30. The problem with 
utilizing the ehom urn-tree fi lm layer of Oppen is that it would have the opposite effect sought by 
Maru in fha Oppen is intended o increase adhes n, while b u eks to have a layer of high 
lubricity. In other words. Oppen wants additional coatings to slick to the Oppen plate, while Maru 

eeks tohavs I n s 1 ee te Applicants espec ilh 
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submit that those skilled in the art would thus sot make fee hypothetical combination when the 
combination would tend to destroy a fundamental function of the Man; and Op] a coa bigs 

in the case of Lee, there is essentially no incentive to make the hypothetical combination 
I'uut ei , i i k i ,1 t , -, ^ or resistance, 

u o erely add another lay< i top of the i s e , ^ ^ s s ye T us 

the Applicants respectfully submit that one skilled in the art would have no incentive to make the 
hypothetical com binati on. 

The Applicants respectfully submit that they have therefore established that there is either no 
incentive to make the combination, the combination would be unlikely to be success-fill because of 
opposed teachings and, in any event, the steel sheets resulting from the combination would still be 
different from the subject matter of independent Claims 23 and 44. The Applicants therefore 
respect! v s nnit that the comhii 1 s are ina ? > > Claims 23, 25-2 B-35 18 and 44 
Withdrawal of the rejection is respectfully requested 

Claims 28-37 stand rejected stand rejected ever the further hypothetical combination of 
YMtaji with fee, Man; and Qppexu The Applicants respectfully submit that Yamaji fails to cure the 
deficiency set forth above with respect to the combination of Lee, Maru and Qppen. Withdrawal of 
that rejection is respectfully requested. 

In light of the foregoing, the Applicants respectfully submit that the entire application is now 
it c< n< i N U i wance ch is respe* quested 



Respectfully submitted, 




T. Daniel Christenhury 
Reg. No. 31,750 
Attorney for Applicants 



TDC/vhm 
(215) 656-3381 
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